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(2) Such action is necessary to alleviate
health or safety needs which are not reason-
ably satisfied by the grantee, assignee, or
their licensees;

(3) Such action is necessary to meet re-
quirements for public use specified by Fed-
eral regulations and such requirements are
not reasonably satisfied by the grantee, as-
signee, or licensee; or

(4) Such action is necessary because the
agreement required by paragraph (i) of this
Patents Rights clause has not been obtained
or waived or because a licensee of the exclu-
sive right to use or sell any subject inven-
tion in the United States is in breach of such
agreement.

(k) Special Provisions for Grants with Non-
profit Organizations. If the grantee is a non-
profit organization, it agrees that:

(1) Rights to a subject invention in the
United States may not be assigned without
the approval of NSF, except where such as-
signment is made to an organization which
has as one of its primary functions the man-
agement of inventions, provided that such
assignee will be subject to the same provi-
sions as the grantee;

(2) The grantee will share royalties col-
lected on a subject invention with the inven-
tor, including Federal employee co-inventors
(when NSF deems it appropriate) when the
subject invention is assigned in accordance
with 35 U.S.C. 202(e) and 37 CFR 401.10;

(3) The balance of any royalties or income
earned by the grantee with respect to subject
inventions, after payment of expenses (in-
cluding payments to inventors) incidental to
the administration of subject inventions,
will be utilized for the support of scientific
research or education; and

(4) It will make efforts that are reasonable
under the circumstances to attract licensees
of subject inventions that are small business
firms and that it will give preference to a
small business firm if the grantee deter-
mines that the small business firm has a
plan or proposal for marketing the invention
which, if executed, is equally likely to bring
the invention to practical application as any
plans or proposals from applicants that are
not small business firms; provided that the
grantee is also satisfied that the small busi-
ness firm has the capability and resources to
carry out it plan or proposal. The decision
whether to give a preference in any specific
case will be at the discretion of the grantee.
However, the grantee agrees that the Sec-
retary of Commerce may review the grant-
ee’s licensing program and decisions regard-
ing small business applicants, and the grant-
ee will negotiate changes to its licensing
policies, procedures, or practices with the
Secretary when the Secretary’s review dis-
closes that the grantee could take reason-

able steps to implement more effectively the
requirements of this paragraph (k)(4).

(l) Communications. All communications re-
quired by this Patents Rights clause should
be sent to: Patent Assistant, Office of the
General Counsel, National Science Founda-
tion, 4201 Wilson Boulevard, Arlington, VA
22230.

(b) When the above Patent Rights
clause is used in a funding agreement
other than a grant, ‘‘grant’’ and
‘‘grantee’’ may be replaced by ‘‘con-
tract’’ and ‘‘contractor’’ or other ap-
propriate terms.

(Approved by the Office of Management and
Budget under control number 3145–0084)

[57 FR 18053, Apr. 28, 1992, as amended at 59
FR 37438, July 22, 1994; 62 FR 49938, Sept. 24,
1997]

§ 650.5 Special patent provisions.

At the request of the prospective
awardee or on recommendation from
NSF staff, a Grants or Contracts Offi-
cer, with the concurrence of the cog-
nizant Program Manager, may nego-
tiate special patent provisions when he
or she determines that exceptional cir-
cumstances require restriction or
elimination of the right of a prospec-
tive awardee to retain title to any sub-
ject invention in order to better pro-
mote the policy and objectives of chap-
ter 18 of title 35 of the United States
Code or the National Science Founda-
tion Act. The Grants or Contracts Offi-
cer will prepare the written determina-
tion required by § 401.3(e) of title 37 of
the Code of Federal Regulations and
assure that appropriate reports are
made to the Secretary of Commerce
and Chief Counsel for Advocacy of the
Small Business Administration as re-
quired in § 401.3(f). Unless doing so
would be inconsistent with an obliga-
tion imposed on the Foundation by
statute, international agreement, or
pact with other participants in or sup-
porters of the research, every special
patent provision will allow the award-
ee, after an invention has been made,
to request that it be allowed to retain
principal rights to that invention
under § 650.12(e) of this regulation.
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